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37 CFR Ch. I (7–1–14 Edition) § 42.1 

Subpart C—Post-Grant Review 

GENERAL. 

42.200 Procedure; pendency. 
42.201 Who may petition for a post-grant re-

view. 
42.202 Time for filing. 
42.203 Post-grant review fee. 
42.204 Content of petition. 
42.205 Service of petition. 
42.206 Filing date. 
42.207 Preliminary response to petition. 

INSTITUTING POST-GRANT REVIEW 

42.208 Institution of post-grant review. 

AFTER INSTITUTION OF POST-GRANT REVIEW 

42.220 Patent owner response. 
42.221 Amendment of the patent. 
42.222 Multiple proceedings and Joinder. 
42.223 Filing of supplemental information. 
42.224 Discovery. 

Subpart D—Transitional Program for 
Covered Business Method Patents 

42.300 Procedure; pendency. 
42.301 Definitions. 
42.302 Who may petition for a covered busi-

ness method patent review. 
42.303 Time for filing. 
42.304 Content of petition. 

Subpart E—Derivation 

42.400 Procedure; pendency 
42.401 Definitions. 
42.402 Who may file a petition for a deriva-

tion proceeding. 
42.403 Time for filing. 
42.404 Derivation fee. 
42.405 Content of petition. 
42.406 Service of petition. 
42.407 Filing date. 

INSTITUTING DERIVATION PROCEEDING 

42.408 Institution of derivation proceeding. 

AFTER INSTITUTION OF DERIVATION 
PROCEEDING 

42.409 Settlement agreements. 
42.410 Arbitration. 
42.411 Common interests in the invention. 
42.412 Public availability of Board records. 

AUTHORITY: 35 U.S.C. 2(b)(2), 6, 21, 23, 41,135, 
311, 312, 316, 321–326 and Public Law 112–29. 

SOURCE: 77 FR 48669, Aug. 14, 2012, unless 
otherwise noted. 

Subpart A—Trial Practice and 
Procedure 

GENERAL 

§ 42.1 Policy. 

(a) Scope. Part 42 governs proceedings 
before the Patent Trial and Appeal 
Board. Sections 1.4, 1.7, 1.14, 1.16, 1.22, 
1.23, 1.25, 1.26, 1.32, 1.34, and 1.36 of this 
chapter also apply to proceedings be-
fore the Board, as do other sections of 
part 1 of this chapter that are incor-
porated by reference into this part. 

(b) Construction. This part shall be 
construed to secure the just, speedy, 
and inexpensive resolution of every 
proceeding. 

(c) Decorum. Every party must act 
with courtesy and decorum in all pro-
ceedings before the Board, including in 
interactions with other parties. 

(d) Evidentiary standard. The default 
evidentiary standard is a preponder-
ance of the evidence. 

§ 42.2 Definitions. 

The following definitions apply to 
this part: 

Affidavit means affidavit or declara-
tion under § 1.68 of this chapter. A tran-
script of an ex parte deposition or a dec-
laration under 28 U.S.C. 1746 may be 
used as an affidavit. 

Board means the Patent Trial and 
Appeal Board. Board means a panel of 
the Board, or a member or employee 
acting with the authority of the Board, 
including: 

(1) For petition decisions and inter-
locutory decisions, a Board member or 
employee acting with the authority of 
the Board. 

(2) For final written decisions under 
35 U.S.C. 135(d), 318(a), and 328(a), a 
panel of the Board. 

Business day means a day other than 
a Saturday, Sunday, or Federal holiday 
within the District of Columbia. 

Confidential information means trade 
secret or other confidential research, 
development, or commercial informa-
tion. 

Final means final for the purpose of 
judicial review to the extent available. 
A decision is final only if it disposes of 
all necessary issues with regard to the 
party seeking judicial review, and does 
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